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Washington, D.C. 20231 



RESPONSE, WITH TRAVERSE, TO WRIITEN 
RESTRICTION REQUIREMENT 



This conununication is responsive to a written restriction requirement maUed October 16. 
199g. itis timely bybeingfiledonorbeforeNovember 16. 1998. Applicants respectfully note that 
the Examiner proposed restriction of the claims imo two groups. Group I. encompassing claims 14 
.3 5. drawn to a conjugate, and Group H. encompassing daims 36-5 1 . drawn to a tn vivo method of 

treatment using the conjugate. 

Applicants provisionally elect prosecution of Group U (claims 36-51 drawn to an in vivo 
method of treatment using a conjugate). However, as explained in more detail below. Applicants 
respectfi%tjajjafflthe restrictionrequir^^ 
and all claims should therefore be examined in a angle apptication. 
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Applicants' traverse; the subject rertriction requirement i, not ba«d upon a proper reading 
ofPCTRoIelS. 

AppUcants note that theExanuner has drawnarestrictionbetween so called 
based upon the "special technical feature" limdng both groups being the conjugate of Group L The 
Examiner then goes on to cite Buelow. e. al . as teaching a protein A-SEB conjugate which, 
apparemly. the Examiner alleges discloses at least a species under the broadest corrugate claims. 

Applicants agree, at this time, that the "specid technical feature" linking Groups 1 and Uis 
the corqugate of Group I. However. Applicants respect&lly. and strenuously, disagree with the 
Examiner'sba8isfordrawingadistinctionbetweenGroupsIandII.baseduponhi»as«^^^ 

conjugate of Group I is not patentable over the prior art. 

That is. the Examiner the appears to be basmg the restriction requirement between Groups 
I and n upon an assertion that the broadest claims of Group I (the conjugate daims) may not be 
patentable over the prior art. Again, apparemly, this is because the Examiner is assertmg that 
Buelow. et al.. teaches a coiyugate which may read upon at least a species captured under the 

broadest claims of Group I. 

Appttcants respect&Hy do not agree with this position regarding Buelow and do not 
acquiesce. Furthermore. AppUcantsexpresslyretain the right to argue about the patentabM 

broadest subjea matter of thepresemclaimsduringsubstantiveexaminationofA^ 

arguments are proper and appropriate). At thU time. AppUcams merely note that it U incorrect for 
the Examiner to draw a distinction between chums of Groups I and n by alleging th^ 

tBSadfisl claims of GroupI(theconjugate)maynotbepatm^ 

to amidpation of a single aUeged species by Buelow). The complete claimed conjugate invention, 
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whcnvi«wed8sawl«le.contain.«ubicctmnerthatisde^ 
Budow.For«ample.daim9indicalesthatonembodimemoftte~^^^^^^ 
antibody-superantigenconiugate. These conjugates (f rexample)ared.adypatemableoverB«eIow 
(wluch only disdoses a piotein A-superantigen co^^u8ate and does not disclose or suggest an 

antibody-superantigen conjugate. 

For the Examiner to drtennine that there are two separate inventions not Ib^ 

patentableoverthcptiorartbasedsoldyupontheexaminationofthebroadestd^ 
group is impn>per under the veiy nUe by whid. the Examiner suppons his position. That is. PCT 
Rde 13 exprasly ^Idresses this point of unity of inventioiL That is. PCT Rule 13 .2 defines the 
expression "spedal technical femma." to mean "those tedmical features that define a contiftution 
«rtud.eadiofthedaimedinventiona.S2Daid^^ Furthermore. 
PCT Rule 13.3 expressly mandates that "the determination of whether a group of im«ntions is so 
linked as to form a single general event of concept shall be made without regard to whether the 
inventions are daimed in separate daims or as alternatives in a single daim." 

That is. under the appropriattPCT rules. theExamineristo look at the invffitjongM ft^ofe 

and not just to the broadest daims of a group. 

What the Examiner is apparently doing in the present case is using his contention that the 
broadest daims of Grouplcoi^ugates may not be patentable over the prior ait. and the^^ 
isnotedmicalfeaturcbetweenthetwogroupswhichwouldbepatemableoverthepriorart. This 
is squardy incorrect given the present PCT rules, aearly from viewing the inventi^^ 
both defined Groups I and n. one can see that the "conjugate" of the present invention dearly 
encompasses subject matter patentable over Budow. For example, while the broad daims refer 

5120831.1 ^ 
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generaUytoa-biospedfieaffin^ ^merpm" conjugated with a modi^0.p«ra«ige». «ddi^^ 
claims which My define the claimed invention fiuther set forth that the "biospecific affinity 
counterpart" may be selected from the group consisting of. for example, an antibody or an antigen 
binding fragment (see. fi,r example, claims 9 and 32). Budow does m disclose or render 
unpatentable a conjugate between a modified superartigen and an antiDody. 

Therefore, Applicams respectMy assert that when the invention is viewed saawhalfi. it is 
apparent that the two definedgroup8bytheExaminer(themethodandFoductgroupsI«^ 

in fiict, linked by a "special technical feature" which comprises the conjugate of daim 1. which is 

patentable over the prior art. 

Therefore, recomrideration of the restriction requirement, and removal of the restriction 
requirement is respect&lly requested. AppUcams therefore respectfully request that the Examiner 
review pending claims 14-5 1 as the proper unit in whidi they are presented, and issue the first 
substantive office action on tins unified invention. 

Applicants respectfully petition fi>r any extension of time necessary to render this response 

timdy. 

Please darge any fees due or credit any overpayment to the standrag account of Fulbright & 
JaworsW L.L.P., Deposit No. 06-2375 under Order No. 984877. 

RespectfiiUy submitted. 




Date: 



David L. Fox, I 
Attorney for ^plicanta 
R^stration No. 40,612 



Fulbright & Jaworski L L P. 
1301 McKinncy, Suite 5100 
Houston, Texas 77010*3093 
Telephone: 713/651-8231 
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